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DETAILED ACTION 

Specification 

1 . The examiner objects to the specification in reference to citation of wireless 
communication protocol standards. The examiner's understanding according to 
paragraph [0020] is that applicant is citing MP3 (Moving Picture Experts Group, audio 
layer 3) module to reflect a wireless communication standard. The examiner 
accordingly objects to the specification, as the MP3 standard does not necessitate 
wireless communication capabilities. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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3. Claims 1-19 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-19 of 
copending Application No. 10/829,913. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because Application No. 10/829,913 
claims 1-19 contain every element of the identified claims of the instant application and 
as such anticipates the identified claims of the instant application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1 - 20 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. In reference to claims 1, 8, 9, 11, 17, 18, and 20, according to Merriam- 
Webster's, analogical is defined as either relating to or based on analogy, or expressing 
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or implying analogy. Analogical is not a term of art and is not enabled as according to 
definition of pertaining to an analogy. 



6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1 - 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In reference to claims 1, 8, 9, 11, 17, 18, and 20, 
due to the rejection above under 35 U.S.C. 112, first paragraph the meets and bounds 
of the claims cannot be determined and are not in line with terminology of art. The 
examiner notes broadest reasonable interpretation of an "analogical switch" to be 
hereinafter examined as a "switch." 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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9. Claims 1-5, 7-14, and 16-20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Chang et al. (US Publication Number 2005/0083741 , hereinafter 
"Chang"). 

1 0. As per claims 1 , 2, and 1 1 , Chang teaches a universal serial bus (USB) 
apparatus comprising: a USB interface module for connecting to a USB interface of a 
host (each USB peripheral device internally contains a USB microcontroller that 
performs functionality associated with identifying the device to a host, paragraph 
[0006]); a memory module for reading and writing data (paragraph [0016]); at least a 
USB module (USB wireless device, [0031]); and a switch module for switching the 
memory module and said USB module (figure 7), the switch module further comprising: 
a mechanical switch (physical slide switch, element 700, figure 7); a first switch for 
connecting with the memory module; and a second switch for connecting with said USB 
module; wherein the mechanical switch is for controlling switching between the first 
switch and the second switch (various switch positions between wireless and memory 
modules, paragraph [0044]). 

11. As per claims 3 and 12, Chang teaches an apparatus wherein said USB module 
is a wireless communication module for accessing a wireless local area network (WiFi, 
paragraph [0031]). 



12. As per claims 4 and 13, Chang teaches an apparatus wherein the USB 
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apparatus can be operated in any one of the following three modes: a memory 
operating mode (position 710, figure 7, paragraph [0044]), a wireless communication 
operating mode (position 720, figure 7, paragraph [0044]), and an interruption mode 
(position 730, figure 7, paragraph [0044]). 

13. As per claims 5 and 14, Chang teaches an apparatus wherein the memory 
module for reading and writing data is a flash memory or an electrically erasable 
programmable read only memory (compact flash, figure [0016]). 

14. As per claims 7 and 16, Chang teaches an apparatus wherein the mechanical 
switch comprises a memory port (port for element 630, figure 6), a wireless 
communication port (port for element 640 & 650, figure 6) and an interruption port 
(based on auto run software, upstream port, element 600, figure 6). 

15. As per claims 8 and 17, Chang teaches an apparatus wherein when the 
mechanical switch is switched to the memory port, this sets up communication between 
the first switch and the memory module, and the USB apparatus operates in memory 
operating mode (position 710, figure 7, paragraph [0044]). 

16. As per claims 9 and 18, Chang teaches an apparatus wherein when the 
mechanical switch is switched to the wireless communication port, this sets up 
communication between the second switch and the wireless communication module, 
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and the USB apparatus operates in wireless communication operating mode (position 
720, figure 7, paragraph [0044]). 

17. As per claims 10 and 19, Chang teaches an apparatus wherein when the • 
mechanical switch is switched to the interruption port, this interrupts memory operating 
mode or wireless communication operating mode, and the USB apparatus operates in 
interruption mode (position 730, figure 7, paragraph [0044]). 

18. As per claim 20, Chang teaches a method for switching a universal serial bus 
(USB) apparatus (USB memory device implementation, paragraph [0016]), the method 
comprising the following steps: (a) selecting an operating mode parameter for the USB 
apparatus, the operating mode parameters comprising a memory operating parameter 
(paragraph [0016]), a wireless communication operating parameter (USB wireless 
device, [0031]) and an interruption mode parameter (auto run, paragraph [0017]); and 
(b) if the memory operating parameter is selected: (physical slide switch, element 700, 
figure 7) (b1) switching a mechanical switch to a memory port, and enabling a first 
switch to drive a memory module (position 710, figure 7); and (b2) setting up 
communication between a USB interface module and the memory module (position 710, 
figure 7, paragraph [0044]); (c) if the wireless communication operating parameter is 
selected: (c1) switching the mechanical switch to a wireless communication port, and 
enabling a second switch to drive a wireless communication module (position 720, 
figure 7); and (c2) setting up communication between the USB interface module and the 
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wireless communication module (position 720, figure 7, paragraph [0044]); and (d) if the 
interruption mode parameter is selected: (d1) switching the mechanical switch to an 
interruption port (position 730, figure 7); and (d2) interrupting a memory operating mode 
or a wireless communication operating mode of the USB apparatus (position 730, figure 
7, paragraph [0044]). 



Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



20. Claims 6 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chang in view of Moores, JR. et al. (US Publication Number 2003/0043042 hereinafter 
"Moores"). 

21. As per claims 6 and 15, Chang teaches an apparatus wherein said USB module 
is a wireless communication module. 

Chang fails to teach an apparatus wherein said USB module is an MP3 (Moving 
Picture Experts Group, audio layer 3) module or a radio frequency identifier module. 
In an analogous apparatus, Moores teaches an apparatus wherein said USB 
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module is an MP3 (Moving Picture Experts Group, audio layer 3) module or a radio 
frequency identifier module (short-range wireless technology, paragraph [0149]). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the teachings of Chang with the above teachings of 
Moores. One of ordinary skill in the art would have been motivated to make such 
modification in order to allow for compatibility in a non-limiting factor to allow for 
backward compatibility for a legacy mode of short-range communication from Bluetooth 
and WiFi to RFID as they are tiny cheap and easy to deploy (paragraphs [0151-0152]). 

Conclusion 

22. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US Publication Number 2002/0169915 expresses a various 
mode detection and manual selection means for a USB hub. The examiner asserts 
various USB devices (modules) may be attached to the USB hub at the user's 
discretion. US Patent Number 6,944,687 teaches a USB device comprising a USB 
interface, radio component and a memory. 

23. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aurangzeb Hassan whose telephone number is 
(571)272-8625. The examiner can normally be reached on Monday - Friday 9 AM to 
5:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Huynh can be reached on (571)272-4147. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



AH 

4/11/2006 




